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DETAILED ACTION 



Specification 

The disclosure is objected to because of the following informalities: 
Figure 12, reference number 1206 is not in the specification but is generally 
described on page 31 lines 8-15. 

Page 32, line 5 references display engine 1920 which should be 1902. 
Appropriate correction is required. 



Claim Objections 

Claim 5 is objected to because of the following informalities: line 4 reads 
"associated with at the first party entity" and line 7 reads "associated with at the second 
party entity". Examiner interprets this as "associated with the first party entity" and 
"associated with the second party entity". Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-12, 15-19, 21-22 and 26-29 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Pub. No. US 2002/0087534 A1 to Blackman et al (further referred 
to as Blackman). 

Regarding claim 1, Blackman discloses a method for facilitating generation of an 
agreement document associated with an agreement between a party and a counter- 
party (page 1, paragraphs 1 and 7), comprising: 

Determining agreement information (page 1, paragraphs 4 and 7); 

Generating the agreement document in accordance with the agreement 
information (page 1, paragraph 7); and 

Arranging for the agreement document to be received by at least one of the party 
and the counter-party (page 1, paragraph 7). 

Regarding claim 2, Blackman discloses the method wherein said arranging 
comprises automatically transmitting the agreement document via a counter-party 
communication address associated with the counter-party (page 3, paragraphs 40 and 
47; page 4, paragraph 62). 

Regarding claim 3, Blackman discloses the method wherein the counter-party 
communication address comprises at least one of: (i) an electronic mail address, (ii) an 
Internet address, (iii) a uniform resource locator, and (v) a telephone number (page 4, 
paragraph 62). 
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Regarding claim 4, Blackman discloses the method wherein said arranging 
comprises automatically transmitting the agreement document via a communication 
address associated with the party (page 3, paragraph 47; page 4, paragraph 62; page 
10, paragraph 237). 

Regarding claim 5, Blackman discloses the method wherein the party is 
associated with a first party entity and a second party entity (page 1, paragraph 7), and 
said arranging comprises: 

Transmitting the agreement document via a first communication address 
associated with the first party entity (page 2, paragraph 38; page 3, paragraph 47; page 
4, paragraph 62); 

Receiving information from the first party entity (page 1, paragraph 7; page 3, 
paragraph 47); and 

Transmitting the agreement document via a second communication address 
associated with the second party entity (page 2, paragraph 38; page 3, paragraph 47; 
page 4, paragraph 62; page 10, paragraph 237). 

Regarding claim 6, Blackman discloses the method wherein the agreement 
document comprises at least one of: (i) a final agreement document, and (ii) an 
amendment to an existing agreement document (page 4, paragraphs 74-78; page 9, 
paragraph 220; page 10, paragraphs 231 and 236-237). 
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Regarding claim 7, Blackman disclose the method wherein the agreement 
document comprises a preliminary agreement document (page 1, paragraph 7; page 3, 
paragraph 47; page 11, paragraph 244). 

Regarding claim 8, Blackman discloses the method wherein said arranging 
comprises automatically transmitting the preliminary agreement document via a 
counter-party communication address associated with the counter-party (page 2, 
paragraph 38; page 3, paragraph 47; page 4, paragraph 62), and further comprising 
receiving a revised preliminary agreement from the counter-party (page 4, paragraph 
70-71 and 72-78; page 14, paragraph 287; page 15, paragraph 305). 

Regarding claim 9, Blacker discloses the method further comprising reconciling 
the revised preliminary agreement document and the preliminary agreement document; 
and generating a final agreement document in accordance with said reconciliation (page 
16, paragraph 331). 

Regarding claim 10, Blackman discloses the method where said generating 
comprises automatically generating a plurality of agreement documents in accordance 
with the agreement information (page 9, paragraph 220; page 10, paragraph 236). 
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Regarding claim 1 1 , Blackman discloses the method wherein the agreement 
information comprises at least one of: (i) an agreement type, (ii) an agreement term, 
and (iii) an agreement fact (page 3, paragraph 40; page 4, paragraph 53; page 9, 
paragraph 222). 

Regarding claim 12, Blackman discloses the method wherein the agreement 
comprises a transaction agreement associated with at least one of: (i) a set of rights 
between the party and the counter-party, (ii) a legal contract, (iii) a financial instrument, 
(iv) a financial product, and (v) a monetary amount (page 1 , paragraph 9). 

Regarding claim 15, Blackman discloses the method wherein said determining is 
performed via at least one of: (i) a covered product matrix, (ii) a pre-stored default 
transaction term, (iii) information received from a user of an agreement modeling 
system, (iv) information received from a satellite system, and (v) information received 
from a legacy agreement system (page 1, paragraph 7; page 2, paragraph 38; page 3, 
paragraphs 40 and 47). 

Regarding claim 16, Blackman discloses an apparatus for facilitating generation 
of an agreement document associated with an agreement between a party and a 
counter-party (page 2, paragraph 38; page 3, paragraph 47), comprising: 

A processor (page 2, paragraphs 12-13 and 38); and 
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A storage device in communication with said processor and storing instructions 
adapted to be executed by said processor to (page 3, paragraphs 40-47): 

Determine agreement information (page 3, paragraphs 40 and 47), 
Generate the agreement document in accordance with the agreement 
information (page 3, paragraph 47; page 9, paragraph 220; page 10, paragraph 236), 
and 

Arrange for the agreement document to be received by at least one of the 
party and the counter-party (page 3, paragraph 47; page 10, paragraph 237). 

Regarding claim 17, Blackman discloses the apparatus wherein said storage 
device further stores an agreement information database (page 3, paragraph 40). 

Regarding claim 18, Blackman discloses the apparatus further comprising a 
communication device coupled to said processor and adapted to communicate with at 
least one of: (i) a client device, (ii) an agreement modeling system controller, (iii) a 
satellite system, and (iv) a counter-party device (page 2, paragraph 38). 

Regarding claim 19, Blackman discloses a medium storing instructions adapted 
to be executed by a processor to perform a method of facilitating generation of an 
agreement document associated with an agreement between a party and a counter- 
party (page 2, paragraph 38; page 3, paragraph 47), said method comprising: 
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Determining agreement information (page 3, paragraphs 40 and 47), 
Generating the agreement document in accordance with the agreement 

information (page 3, paragraph 47; page 9, paragraph 220; page 10, paragraph 236), 

and 

Arranging for the agreement document to be received by at least one of the party 
and the counter-party (page 3, paragraph 47; page 10, paragraph 237). 

Regarding claim 21, Blackman discloses a method for facilitating generation of 
contract documents (page 2, paragraph 38; page 3, paragraph 47), comprising: 

Determining contract information (page 3, paragraphs 40 and 47); 

Generating a first contract document in accordance with the contract information 
(page 3, paragraph 47; page 9, paragraph 220; page 10, paragraph 236); and 

Generating a second contract document in accordance with the contract 
information (page 9, paragraph 220; page 10, paragraph 236). 

Regarding claim 22, Blackman discloses the method further comprising 
automatically arranging for the first contract document and the second contract 
document to be received by a party (page 3, paragraph 47; page 10, paragraph 237). 

Regarding claim 26, Blackman discloses a method performed by a user to 
facilitate generation of an agreement document associated with an agreement between 
a party and a counter-party, comprising: 
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Defining agreement information (page 3, paragraph 40; page 11, paragraph 
244);); and 

Defining a communication address to which an agreement document will be 
automatically transmitted (page 3, paragraph 40; page 4, paragraph 62). 

Regarding claim 27, Blackman discloses the method wherein the communication 
address comprises at least one of: (i) a counter-party communication address, (ii) a 
party communication address, and (iii) a party entity communication address (page 3, 
paragraph 40; page 4, paragraph 62). 

Regarding claim 28, Blackman discloses the method wherein a plurality of 
communication addresses are defined (page 3, paragraph 40; page 4, paragraphs 62- 
63). 

Regarding claim 29, Blackman discloses a method for facilitating negotiation of 
an agreement document associated with an agreement between a party and a counter- 
party (page 1, paragraphs 1 and 7, comprising: 

Determining agreement information (page 1, paragraphs 4 and 7); 

Generating the agreement document in accordance with the agreement 
information (page 1, paragraph 7); 
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Transmitting the agreement document to the counter-party in an alterable 
medium (page 3, paragraph 47; page 4, paragraphs 70-71; page 10, paragraphs 236- 
237); and 

Receiving a revised agreement document from the counter-party (page 3, 
paragraph 47; page 4, paragraphs 70-71). 

Claim 20 is rejected under 35 U.S.C. 102(e) as being anticipated by Pub. No. US 
2002/0188539 A1 to Axelrad et al (further referred to as Axelrad). 

Axelrad discloses a computer-implemented method of facilitating generation of 
an agreement document associated with a financial transaction agreement between a 
party and a counter-party (page 2, paragraphs 24 and 29), comprising: 

Receiving agreement information from a user associated with the party, the 
agreement information including (i) a counter-party communication address (page 1, 
paragraph 9; page 2, paragraph 28), and (ii) information about at least one of a financial 
instrument and a financial product associated with the financial transaction agreement 
(page 2, paragraph 29; page 3, paragraphs 32 and 38); 

Generating the agreement document in accordance with the agreement 
information and a covered products matrix (page 3, paragraph 30; page 5, paragraphs 
52 and 54); and 

Automatically transmitting the agreement document to the counter-party via the 
counter-party communication address (page 6, paragraph 60). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of.ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blackman as applied to claim 12 above, and further in view of Pub. No. US 

2002/0198833 A1 to Wohlstadter (further referred to as Wohlstadter). 

Regarding claim 13, Blackman does not disclose the method wherein the 
financial product comprises at least one of: (i) an equity product, (ii) a stock product, (iii) 
an index product, (iv) a fixed income product, (v) a bond product, (vi) a bank loan 
product, (vii) a whole loan product, (viii) an interest rate product, (ix) a credit derivative 
product, (x) a commodity product, (xi) a metal product, (xii) an energy product, and (xiii) 
an agricultural product. 
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However, Wohlstadter discloses the method wherein the financial product 
comprises at least one of: (i) an equity product, (ii) a stock product, (iii) an index 
product, (iv) a fixed income product, (v) a bond product, (vi) a bank loan product, (vii) a 
whole loan product, (viii) an interest rate product, (ix) a credit derivative product, (x) a 
commodity product, (xi) a metal product, (xii) an energy product, and (xiii) an agricultural 
product (page 1, paragraph 6). 

It would be obvious to one of ordinary skill in the art to combine the financial 
products as disclosed by Wohlstadter with the agreement system as disclosed by 
Blackman. The motivation would be that transaction agreements would include the 
trading of financial products such that the impetus for developing an agreement would 
be to facilitate such a transaction. 

Regarding claim 14, Blackman does not disclose the method wherein at least 
one transaction instrument comprises: (i) a swap instrument, (ii) an option instrument, 
(iii) a buy instrument, (iv) a sell instrument, (v) a call instrument, (vi) a put instrument, 
(vii) a forward instrument, (viii) a pre-paid forward instrument, (ix) a spot instrument, (x) 
a repurchase agreement instrument, (xi) a loan instrument, (xii) a warrant instrument, 
and (xiii) a contract for differences instrument. 

However, Wohlstadter discloses the method wherein at least one transaction 
instrument comprises: (i) a swap instrument, (ii) an option instrument, (iii) a buy 
instrument, (iv) a sell instrument, (v) a call instrument, (vi) a put instrument, (vii) a 
forward instrument, (viii) a pre-paid forward instrument, (ix) a spot instrument, (x) a 
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repurchase agreement instrument, (xi) a loan instrument, (xii) a warrant instrument, and 
(xiii) a contract for differences instrument (page 1, paragraphs 0003 and 0005). 

It would be obvious to one of ordinary skill in the art to combine the transaction 
instruments as disclosed by Wohlstadter with the transaction agreement system as 
disclosed by Blackman. The motivation would be that transaction agreements would 
include the trading of financial products to be bought, sold, traded, etc. such that the 
impetus for developing an agreement would be to facilitate such a transaction. 

Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blackman, and further in view of Advanced Perl Programming by Sriram Srinivasan 
(1997) (further referred to as Perl). 

Regarding claim 23, Blackman discloses a method for facilitating generation of a 
contract document, comprising: 

Determining at least one of: (i) an agreement scope, (ii) a document scope, (iii) a 
fact set scope, and (iv) a work flow scope (page 3, paragraph 40; page 1 1 , paragraph 
244); and 

Generating the contract document in accordance with the result (page 3, 
paragraph 30; page 5, paragraphs 52 and 54). 

Blackman does not disclose placing the determined scope in a scope stack; and 
evaluating the scope stack via an evaluation engine to produce a result in accordance 
with at least one of (i) a rule, (ii) an action, and (iii) an expression. 
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However, Perl discloses placing the determined scope in a scope stack; and 
evaluating the scope stack via an evaluation engine to produce a result in accordance 
with at least one of (i) a rule, (ii) an action, and (iii) an expression (page 3, lines 36-41). 

It would be obvious to one of ordinary skill in the art to combine the use of scope 
stacks as disclosed by Perl with the transaction agreement system as disclosed by 
Blackman. The motivation would be that the use of scope stacks are used to organize 
data related to scopes of defined fields and to use them in relation to evaluating data 
which has been collected and stored. 

Regarding claim 24, Blackman discloses the method wherein said generating 
comprises generating a plurality of contract documents associated with a financial 
transaction agreement between a party and a counter-party (page 9, paragraph 220; 
page 10, paragraph 236). 

Regarding claim 25, Blackman discloses the method further comprising 
automatically arranging for the contract document to be received by a party (page 3, 
paragraph 47; page 10, paragraph 237). 

Conclusion 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached at 571-272-6799. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jennifer Liversedge 



Examiner 
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